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The MAILING DATE of this communication appears on the cover she t with the correspond nee address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication, 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)[3 Responsive to communication(s) filed on 6/30/03 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1^8 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^8 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 1 20 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a>n All b)D Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1 - 8 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Claims 1 and 8 require that the second filler be "...present in sufficient 
quantity so as to transform radiation into heat and adsorb(s) at least 99% of infrared 
radiation..." (emphasis added). While the specification does disclose that the second 
filler adsorbs the radiation for 99 percent and transforms incident radiation into heat, 
there is no disclosure of what a sufficient quantity of the second filler would be. One 
having ordinary skill in the art would not be able to make and use the invention without 
undue experimentation. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 1 - 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
patent No. 5,258,334 to Lantz, II. 

Lantz teaches a semiconductor device (Col. 1 , lines 10-11) comprising: 

a substrate (Col. 3, lines 31 - 32); and 

a semiconductor element (Col. 1 , lines 10-11) and at least one security coating 
(Col. 1, lines 54 - 58), the security coating including powdery fillers (Col. 3, lines 14 - 
1 5) in a matrix. 

Lantz further teaches providing a powdery filler (Col. 3, lines 19 - 21 ) comprising 
Ti0 2 (Col. 2, lines 57 -61) or TiN (Col. 2, lines 46-51) or combinations thereof "(Col. 3, 
lines 14-16) (emphasis added). 

Lantz does not explicitly teach a device, wherein the first powdery material 
scatters visible light and a difference between a refractive index of the first powdery filler 
and the matrix is at least 0.3, and the second powdery filler absorbs radiation of 
wavelengths in the range of 800 to 1400 nm. Since Lantz teaches that a combination of 
the TiN (second filler, free of heavy metals) and Ti0 2 (first filler) may be used, there is a 
teaching of a first and second powdery filler. Additionally, the powdery fillers taught by 
Lantz would have inherently exhibited the properties of the claimed invention since the 
material used by Lantz is identical to that of the claimed invention. Note that the 
refractive index of the matrix comprising Hydrogen silsesquioxane resin (HSQ) 
disclosed by Lantz (Col. 3, lines 29 - 30) has a refractive index of about 1 .37, while the 
first filler (Ti0 2 ) has a refractive index that is larger than 1 .7 - 1 .8 as admitted by the 
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applicant in lines 5 and 6 on page 3 of the disclosure, which results in a difference 
greater than 0.3 in the refractive indices. 

Lantz does not explicitly teach the security material being disposed on a first side 
of the substrate. Lantz teaches that the purpose of the invention is to prevent reverse 
engineering by inhibiting visual access to an IC. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to apply the material on a first 
side of the substrate since it is desirable to inhibit visual access to the IC. 

Lantz does not explicitly teach that the second filler transforms radiation into heat 
and adsorbs at least 99% of infrared radiation. Lantz teaches the same material taught 
in the instant application for the second filler (TiN). The TiN taught by Lantz would have 
inherently had the same properties as that of the claimed second filler, since the 
material is identical. 

5. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lantz as 
applied to claim 1 above, and further in view of US patent No. 4,243,427 to DiBugnara. 
Lantz does not teach a semiconductor device, wherein the matrix of the security coating 
comprises mono-aluminum-phosphate. DiBugnara teaches using mono-aluminum- 
phosphate as a glassy protective coating over a semiconductor. It would have been 
obvious to one of ordinary skill in the art to incorporate the mono-aluminum-phosphate 
taught by Dibugnara into the device taught by Lantz, since it is a known material that is 
well suited for the intended use. The selection of a known material based on its 
suitability for its intended use supported a prima facie obviousness determination in 
Sinclair & Carroll Co. v. Interchemical Corp., 325 U.S. 327, 65 USPQ 297 (1945). 
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6. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lantz and 
DiBugnara as applied to claims 1 and 4 above, and further in view of US patent No. 
6,144,106 to Bearinger et al. 

Lantz and DiBugnara do not teach a device, wherein the security coating has a 
thickness of less than 3 microns. Bearinger et al. teaches a device, wherein the 
security coating has a thickness of less than 3 microns. It would have been obvious to 
one of ordinary skill in the art to incorporate the teaching of Bearinger et al. into the 
device taught by Lantz and DiBugnara since it is desirable to keep the device thin. 
Additionally, it has been held that optimization of a result effective variable only requires 
routine skill in the art. 

7. Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lantz as applied to claim 1 above, and further in view of US patent No. 5,053,992 to 
Gilberg et al. 

Regarding claim 6, Lantz does not teach a device, further including a light- 
sensitive element and an element containing data, wherein elements are covered by a 
security coating and wherein the light-sensitive reacts to exposure to light after the 
coating has been damaged, inducing a permanent change of state of the element 
containing data. Gilberg et al. teaches a light-sensitive element (42) and a data 
containing element (10), wherein elements are covered by a security coating (14) and 
wherein the light-sensitive reacts to exposure to light after the coating has been 
damaged, inducing a permanent change of state of the element containing data (Col. 1 , 
lines 29 - 34; Col. 3, lines 31 - 43). It would have been obvious to one of ordinary skill 
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in the art to incorporate the teaching of Gilberg et al. into the device taught by Lantz, 
since it is desirable to prevent inspection of secret data that is stored in the element 
(Col. 1, lines 14-16). 

Regarding claim 7, Lantz does not teach a light-sensitive element and an 
electronically programmable element containing data, wherein the light-sensitive 
element induces erasure of the data by bringing the electrically programmable element 
into a non-programmable state if the light-sensitive element is exposed to light after the 
security coating is damaged. Gilberg et al. teaches an electrically programmable 
memory element containing data ((10), Col. 1, line 30). Gilberg et al. further teaches 
that a light sensitive memory element reacts to exposure to light by inducing erasure of 
data (Col. 3, lines 40 -41) which brings the electrically programmable element into a 
non-programmable state (Col. 3, lines 44 - 47). It would have been obvious to one of 
ordinary skill in the art to incorporate the teaching of Gilberg et al. into the device taught 
by Lantz, since it is desirable to protect sensitive data on an IC that could be obtained 
during a reverse engineering effort. 

8. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lantz in 
view of Gilberg et al. and US patent No. 5,892,661 to Stafford et al. 

The proposed device of Lantz and Gilberg et al. teach a semiconductor device, 
as recited above, except for specifically teaching that the device functions as a 
smartcard. Stafford et al. teaches a smartcard requiring a protective coating (Col. 5, 
lines 50 - 55). It would have been obvious to one of ordinary skill in the art to apply it to 
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usage within a smartcard, since it is desirable to protect sensitive data on the smartcard 
as well as protect it against reverse engineering. 

Lantz does not explicitly teach that the second filler transforms radiation into heat 
and adsorbs at least 99% of infrared radiation. Lantz teaches the same material taught 
in the instant application for the second filler (TiN). The TiN taught by Lantz would have 
inherently had the same properties as that of the claimed second filler, since the 
material is identical. 

Response to Arguments 

9. Applicant's arguments filed June 30, 2003 have been fully considered but they 
are not persuasive. 

The Applicant argues that Lantz does not address the problem of adsorbing infrared 
light. The material taught by Lantz (TiN) is identical to that of the material in the claimed 
invention and would have inherently possessed the same properties. Accordingly, the 
TiN taught by Lantz would have performed the function claimed in the instant 
application of adsorbing 99% of infrared radiation and transforming radiation into heat. 
Additionally, claims directed to apparatus must be distinguished from the prior art in 
terms of structure rather than function. In re Danly, 263 F.2d 844, 847, 120 USPQ 528, 
531 (CCPA 1959). "[Apparatus claims cover what a device is, not what a device does." 
Hewlett- Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 
1528 (Fed. Cir. 1990). 
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Conclusion 



10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Douglas W Owens whose telephone number is 703- 
308-6167. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Thomas can be reached on 703-308-2772. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0956. ^ — * C 




DWO 



TOM THOMAS 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2800 
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